THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1997-3513
Appl i cation 08/263, 700

Bef ore CALVERT, PATE, and JENNI FER D. BAHR, Adninistrative
Pat ent Judges.

PATE, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe exam ner’s refusal to allow
claims 8, 10, 16, 18 and 19 as anended after final rejection.

These are the only clains remaining in the application.
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The clainmed invention is directed to a hernetic seal for
a battery for use in an inplanted nedical device. Wth such a
device, it is of sonme inportance that the battery remain
seal ed and not leak electrolytic material into contact with
the user’s body. Appellant provides such a seal by placing a
snoot h spherical nmenber having an R, hardness of about 55 in
an anneal ed stainless steel electrolytic-filling passageway.
Clainms 19 and 16 are directed to a method for formng the
hermetic seal

The clains may be further understood with reference to
the text of the appealed clains as set out in appellant’s
appendi x to the appeal brief.

The Ref erences

The references of record relied upon by the exam ner as

evi dence of obvi ousness are:

Rozrmus et al. (Roznus) 4,478, 788 Cct. 23,
1984
Sato et al. (Sato) 5, 004, 656 Apr. 2,
1991
Chaney, Jr. et al. (Chaney) 5,114, 808 May 19,
1992

The Rejections
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Clainms 18, 8 and 10 stand rejected under 35 U.S.C. § 103
as unpatentable over Sato in view of Chaney and Roznus. The
entire rationale for this rejection is set out in detail on
pages 3 through 7 of the exam ner’s answer.

Clainms 19 and 16 stand rejected under 35 U.S.C. § 103 as
unpat ent abl e over Sato in view of Chaney and Rozmus. For the
details of this rejection, reference is nmade to pages 7
through 9 of the exam ner’s answer.

OPI NI ON

We have carefully reviewed the rejections on appeal in
light of the argunents of the appellant and the exam ner. As
a consequence of this review, we have determ ned that the

applied prior art does not establish the prima facie

obvi ousness of the clains on appeal. Accordingly, the
rejections of all clains on appeal are reversed. Qur reasons
foll ow.

It is our finding that Sato discloses a sealed battery
pack with a stainless steel case. The electrolyte in Sato is
added through a cylindrical port 12. 1In Figures 2 through 6,
Sato discloses hernetically sealing the passageway 12 with a

spherical sealing nmenber. Generally, Sato discloses two



Appeal No. 1997-3513
Application No. 08/263, 700

di stinct spherical nenbers. |In Exanples 1 through 4, the
seal ing nenber is a spherical body of 2.3 mMmin dianmeter nade
of pol ytetrafluoroethylene. See colum 5, lines 61 through
colum 6, line 7. The Exanples 5 through 8 utilize the
structure of Exanples 1 through 4, but in Exanples 5 through 8
t he spherical nenber is made of stainless steel. 1In both
enbodi ments, the case and passageway are made of stainless
steel. Considering that Sato discloses both a pol yner
spherical sealing nenber and a stainless steel spherical
menber, it is difficult to generalize about whether Sato does
i ndeed represent a recognition in the art that this spherical
seal i ng nenber shoul d be nade harder than the passageway.

The exam ner, in part, bases the rejection on the
inherent or inplicit finding that the sphere of Sato is harder
than the material of the passageway due to the “reactive
stress” | anguage used in the Sato specification at two
| ocations. The nore detail ed of these passages in the
specification reads as foll ows:

Further described in detail, in the enbodi nents of

the present invention, since the first sealing

menber 13 is inserted in the electrolyte charging

opening 12 by press fitting to the inner surface of

the surrounding wall of the cylindrical or taper

cylindrical shaped opening 12, the circunference
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wal | of the electrolyte charging opening 12 is
expanded by the press fitting insertion of the first
seal ing nenber 13 so that the reactive stress for
recovering the peripheral wall of the electrolyte
charging opening 12 is applied to the contacted
portion of the first sealing nmenber 13, thereby
enhanci ng of the sealing function between the
peri pheral wall of the electrolyte chargi ng opening
12 and the first sealing nmenber 13. (colum 4, lines
6-19) .
In our view, a close reading of this passage does not support
the examner’'s finding that Sato inherently teaches a ball of
harder material in the passageway. W note the |anguage that
the opening 12 is expanded in that “reactive stress” for
recovering the peripheral wall of the electrolyte charging
opening 12 is applied to the “contacted portion” of the first
sealing nenber. In our view, this wording raises the
possibility that Sato is relying on elastic yielding of the
passageway in that the passageway expands elastically to allow
the ball to seat therein, and the reactive stress is the
el astic clanping force of the passageway on the spheri cal
seal ing nenber 13. Therefore, it cannot be said with any
certainty that the specification of Sato supports the
conclusion that the passageway deforns plastically or is
allowed to “flow around the ball, formng a seal therewith

as required by the independent clains on appeal. Thus, the
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examner’s finding that Sato inplicitly requires a ball harder
t han the passageway material is based on assunption or

specul ation. A proper obviousness determ nation, under 35

U S. C 8§ 103, cannot be based on assunptions or specul ation.

Wth respect to the disclosure of Chaney, we note in
colum 4, starting at line 34, that the passageway |iner 29
can be either resilient or nonresilient and can be nade of
many suggested materials. Likew se, the ball 56 of Chaney can
be made either resilient or nonresilient and of various
materials. Thus, Chaney does not provide notivation or a
suggestion for making both the ball hard and the passageway
hard but ensuring that the
ball is rmuch harder than the passageway. In fact, the Chaney
di scl osure woul d suggest the ball can be made harder than the
passageway oOr Vice versa.

On the other hand, Roznmus does show sealing a passageway
with a ball, the ball being nade of steel, and thus being much
harder than the passageway material which is disclosed as
copper. W agree with the exam ner that Rozmus discl oses the
plastic flow of the softer material around the ball providing

a proper seal. However, if one of ordinary skill were to
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apply this teaching to Sato, and use a soft material such as
copper for the passageway of Sato, the clained invention would
not be the result. Additionally, we note the
presence in the clains of limtations directed to the specific
har dness of the ball and the specific snoothness of the
surface area. Wth respect to these Iimtations, the exam ner
has stated that optim zing the hardness of the material, the
size, the dianeter and the smoothness is well within the
purvi ew of the artisan, inasmuch as “[o]nce the genera
conditions of a claimare known[,] to optim ze paraneters is
obvi ous.” (answer, page 6). However, in our view, as

di scussed above, the prior art cited does not indicate the
direction the parameter should be changed for any inproved
result. For exanple, in Sato, both polyner and steel sealing
menbers are suggested. Furthernore, it is unclear whether
Sato contenpl ates plastic deformation of the passageway or
nmerely the elastic expansion thereof. Wth respect to Chaney,
both resilient and nonresilient spherical sealing nmenbers are
di sclosed. Finally, Roznus uses a passageway material which,
as pointed out by appellant in the reply brief, is orders of

magni tude softer than the passageway material clainmed (page 4,
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n.1l). The teachings in the three references sinply do not
indicate to one of ordinary skill how to inprove the
paranmeters, the optim zation of which the exam ner has

i ndi cat ed woul d have been obvious. Accordingly, it is our
determnation that it would not have been obvious fromthe
applied prior art to utilize a ball of the clainmed hardness

with the clained snoot hness upon its exterior surface.
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For the foregoing reasons, a prinma facie case of

obvi ousness has not been established. The rejections on

appeal are reversed.

REVERSED

lan A. Cal vert
Adm ni strative Patent Judge

WIlliamF. Pate

PATENT
Adm ni strative Patent Judge
Jenni fer D. Bahr
Adm ni strative Patent Judge
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